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DETAILED ACTION 

1 . This Final Office Action is responsive to Applicants' amendment submitted March 
6, 2003 ("Paper No. 8"). Claims 1-7and 9-13 are pending. 

Response to Arguments 
Claims 1-3. 5-7. 9. 10 and 13 

2. Applicants point out that in Paper No. 4, the Examiner admitted that Fergerson et 
al. (US 5,966,697) ("Fergerson") fails to teach "'having one of the plurality of selectable 
states indicate that the buyer desires to purchase a desired item from a first merchant if 
a previous transaction which bought another item from a second merchant can be 
canceled.'" Paper No. 8, p. 9. This, Applicants contend, is inconsistent with the current 
rejection of the claims which holds Fergerson does in fact teach the contested feature. 

However, the Examiner notes that during examination, claims must be given their 
broadest reasonable interpretation consistent with the specification. MPEP §2111. It is 
also noted that every claim includes in its breadth or scope, one or more variant 
embodiments that are not disclosed in the specification, but may nonetheless be 
anticipated if found in a reference. See MPEP § 904.01(a). Given the policy of taking a 
broad interpretation of claim language during patent examination, it is not unreasonable 
for the Examiner to now take a position that is inconsistent with the position taken in 
Paper No. 4. 

Moreover, declaring an examiner's ostensibly inconsistent position an admission 
is against Office policy. As noted above, the Office encourages examiners to give 
claims their broadest reasonable interpretation during examination. If an examiner is 
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strictly held to a position taken in a prior action, the examiner could not possibly give the 
claims at issue their broadest reasonable interpretation. Therefore, the Examiner 
submits the inconsistent statement taken in Paper No. 4 should be given only limited 
weight. 

3. Applicants argue Fergerson does not teach a selectable state that indicates that 
the buyer desires to purchase an item from a first merchant if a prvious committed 
transaction which bought another item from a second merchant can be cancelled. 
Paper No. 8, pp. 9-1 0. Applicants point out this feature distinguishes their invention 
from Fergerson which discloses a shopping cart that allows selected items to be moved 
in and out of the shopping cart before the items are purchased. Id. at 10. 

The Examiner respectfully submits the feature Applicants rely upon for 
distinguishing their invention from Fergerson has no patentable weight. Structural 
limitations in a method claim that are not disclosed in the prior art are not given 
patentable weight unless the structural limitations affect the method in a manipulative 
sense. See Ex parte Pfeiffer 1 35 USPQ 31 , 33 (BdPatApp&Int 1 961 ). In the present 
case, Applicants argue Fergerson lacks a selectable state that indicates the buyer 
would like to buy an item if an already-completed transaction can be canceled. 
However, as noted by Applicants, Fergerson discloses a shopping cart that allows items 
to be added and removed as the user shops. Thus, adding and removing items based 
upon a user's ability to cancel a previous transaction does not change Fergerson's 
method in a manipulative sense; items are still being added and removed from a 
shopping cart based upon the user's subjective desire to purchase the items. 
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Moreover, whether the selectable state indicates that a buyer desires to 
purchase an item if a previous committed transaction can be canceled is entirely up to 
the user. For example, prior to implementing Fergerson's online shopping method, a 
user may have purchased a bottle "White Diamonds" by Elizabeth Taylor (see 
Fergerson, Fig. 9D) wherein the purchase transaction provided the unconditional return 
of the item. It is then plausible that a user implementing Fergerson's method could find 
the same bottle of "White Diamonds" from an online vendor for a lower price. Thus, if 
the user were to indicate an intent to purchase a bottle of "White Diamonds" from the 
online vendor, she would be indicating a willingness to enter a transaction based on the 
ability to cancel the previous transaction. Consequently, defining the selectable state by 
whether a previous transaction can be cancelled is a subjective limitation that fails to 
carry patentable weight. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. While applicant may be his or her own lexicographer, a term in a claim may not 
be given a meaning repugnant to the usual meaning of that term. See In re Hill, 161 
F.2d 367, 73 USPQ 482 (CCPA 1947). Claims 1-3, 9, 10 recite a selectable state that 
indicates a buyer desires to purchase an item if a "previously committed transaction 
which bought another item from the second merchant can be canceled." However, the 
ordinary meaning of the term "committed" is to be 'obligated or bound." See Merriam 
Webster's Collegiate Dictionary, Tenth Ed. (1999) p. 231. Thus, by providing that a 
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committed transaction can be canceled, claims 1-3, 9, 10 use the "committed" in a way 
that is repugnant to its usual meaning. 

Claim Rejections - 35 USC § 102 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

7. Claims 1-3, 5-7, 9, 10, 12 and 13 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Feraerson et al. (US 5,966,697). 

Regarding claim 1 , Feraerson et al. teach a method for canning out, over a 
communication network of interconnecting computers, electronic transactions between 
a plurality of merchants using at least one server computer and at least one buyer using 
a client computer, comprising: 

displaying, at the client computer, a separate representation for each item 
selected by the buyer from at least two different merchants wherein each separate 
representation has an associated one of a plurality of selectable states, and wherein a 
certain one of the plurality of selectable states indicates that the buyer desires to 
purchase an item from a first merchant if a previous committed transaction which 
bought another, item from a second merchant can be canceled (col. 2, lines 32-41; col. 

8. lines 29-34; col. 9, lines 42-46; col. 13, lines 60-67; and Figs. 9A and 9F); and 

displaying an indication of the one associated selectable state with each 
displayed separate representation (col. 2, lines 32-41; col. 8, lines 29-34; col. 9, lines 
42-46; col. 13, lines 28-38 and 60-67; and Figs. 9A and 9F); and 
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selecting one of the displayed separate representations to have a selectable 
associated state that indicates that the buyer desires to purchase a desired item from a 
first merchant if a previous transaction which bought another item from a second 
merchant can be cancelled (Id.). 

Regarding claim 2, Fercerson et al. teach a method for carrying out, over a 
communication network of interconnecting computers, electronic transactions between 
a plurality of merchants using at least one server computer and at least one buyer using 
a client computer, comprising: 

enabling the client computer to display a separate representation for each item 
selected by the buyer from at least two different merchants wherein each representation 
has one of a plurality of associated states at a given instance in time (col. 2, lines 32-36; 
col. 8, lines 29-34; col. 13, lines 60-67; and Figs. 9A and 9F); and 

displaying an indication of the one associated selectable state with each 
displayed separate representation (col. 2, lines 32-41; col. 8, lines 29-34; col. 9, lines 
42-46; col. 13, lines 28-38 and 60-67; and Figs. 9A and 9F); and 

selecting, by the buyer, one of the displayed separate representations to have a 
selectable associated state that indicates that the buyer desires to purchase the desired 
item if a previous committed transaction which bought another item from another 
merchant can be canceled (col. 2, lines 22-26; and col. 8, lines 1-21). 

Regarding claim 3, Fercerson et al. teach sending, from the client, to the certain 
merchant an identification of the other merchant and the other item, and receiving a 
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notification that the previous committed transaction with the other merchant is canceled 
(col. 2, lines 31-41). 

Regarding claim 5, Fegerson et al. teach changing the selected state to a 
different state, upon notification of the cancellation, wherein the different state provides 
an indication of one of the following: a) the buyer desires to put the desired item on hold 
for a time to consider buying the desired item, and b) the buyer has bought the desired 
item (col. 11, lines 30-34). 

Regarding claim 6, Feraerson et al. inherently teach providing the other item with 
another representation wherein the associated state is changed, upon receipt of the 
notification, to indicate that the previous transaction is canceled. Feraerson et al. 
disclose that a user's order is displayed both before and after a user has deleted 
unwanted items from the order list (col. 9, lines 42-46; and col. 10, lines 1-13). 
Therefore, the cancellation of a previously ordered item is indicated by its absence in 
the modified order list. As a result, Feraerson et al. inherently teach providing the other 
item with an other representation wherein the associated state is changed, upon receipt 
of the notification, to indicate that the previous transaction is canceled. 

Regarding claim 7, Feraerson et al. teach providing the other item with a 
displayed other representation on the client computer which becomes automatically 
deleted, upon receipt of the notification indicating that the previous transaction is 
canceled (col. 9, lines 42-46; and col. 10, lines 1-13). 

Regarding claim 9, Feraerson et al. teach a client computer system enabled to 
communicate over a network with at least one server computer system for carrying out 
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electronic transactions for a buyer using the client computer system for the purchase of 
items from a plurality of merchants using the at least one server computer system, the 
client computer system comprising: 

a storage device having a set of instructions (Fig. 2; col. 2, lines 32-41 ; col. 8, 
lines 29-43; col. 9, lines 42-46; col. 10, lines 1-27; and col. 13, lines 29-39); 

a processing unit, connected to the storage device, wherein the processing unit 
executes the set of instructions for 

i. displaying a separate representation for each item seleted by the buyer from at 
least two different merchants wherein each separate representation has an associated 
on of a plurality of selectable associated states at a given instance in time and wherein 
a certain one of the plurality of selectable associated states indicates that the buyer 
desires to purchase an item from a first merchant if a previous committed transaction 
which bought another item from a second merchant can be canceled; 

ii. displaying an indication of the one associated selectable state with each 
displayed separate representation; and 

iii. executing a selection, by the buyer, of a desired item from a certain merchant 
causing one of the displayed separate representations to have a selectable associated 
state that indicates the buyer desires to purchase the desired item if a previously 
committed transaction which bought another item from another merchant can be 
canceled (Fig. 2; col. 2, lines 32^1; col. 8, lines 29-43; col. 9, lines 42-46; col. 10, lines 
1-27; and col. 13, lines 29-39). 
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Regarding claim 10, Ferqerson et al. teach a means for sending, from the client 
computer, to the certain merchant an identification of the other merchant and the other 
item, and means for receiving a notification that the previous committed transaction v^^ith 
the other merchant is canceled (col. 2, lines 31-41). 

Regarding claim 12, Feroerson et al. teach a means for changing the selected 
state to a different state, upon notification of the cancellation, wherein the different state 
provides an indication of one of the following: a) the buyer desires to put the desired 
item on hold for a time to consider buying the desired item, and b) the buyer has bought 
the desired item (col. 11, lines 30-34). 

Claim 13 is rejected as discussed under claim 1 above as claim 13 pertains to a 
computer program for accomplishing the method of claim 1 . 

Claim Rejections - 35 USC § 103 

8. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

9. Claims 4 and 11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ferqerson et al. (US 5,966,697) in view of Walker et al. (US 6,249,772) ( 
Walker '772). 

Regarding claim 4, Ferqerson et al. and Walker et al. teach all the limitations 
discussed under claim 1 above. Ferqerson et al. and Walker et al. do not specifically 
teach a method for carrying out electronic transactions between a plurality of merchants 
and at least one buyer wherein the selected associated state causes an indication to be 
sent from the client to the certain merchant to lock specific data associated with the 
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desired item from being accessible by a different client during a period that the 
representation for the desired item has the selected associated state. However, Walker 
772 discloses reserving an item at a local store after a user has negotiated a price for 
the item over a communication network (col. 10, lines 35-64). At the time of the 
applicants' invention, it would have been obvious to one of ordinary skill in the art, to 
modify Feraerson at al. and Walker et al. to include the teachings of Walker 772 
because a method for carrying out electronic transactions between a plurality of 
merchants and at least one buyer wherein the selected associated state causes an 
indication to be sent from the client to the certain merchant to lock specific data 
associated with the desired item from being accessible by a different client during a 
period that the representation for the desired item has the selected associated state 
would enable a merchant to hold an item for a buyer so that the item will not be sold 
while the buyer decides whether to purchase the item. 

Claim 1 1 is rejected as discussed under claim 4 above as claim 1 1 pertains to a 
system for accomplishing the method of claim 4. 

Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tim Brown whose telephone number is (703) 305-1912. 
The examiner can normally be reached on Monday - Friday, Sam - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on (703) 308-1344. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 305-7687 
for regular communications and (703) 305-7687 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1113. 
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